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Statement of Facts.

This is an action in equity to enjoin alleged infringe-

ment of United States reissue patent No. 12,005, issued

to Alexander Levison July 1, 1902, for an alleged im-

provement in Manifolding Books.
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We are obliged to prepare this brief without having a

printed copy of the record before us, and accordingly

cannot give page citations. The record is, however,

comparatively simple, the references and testimony re-

lied upon can be easily located, and we ask the indul-

gence of the Court in this regard.

The patent in suit is already familiar to the Court,

claims 3, 4 and 5 having been recently sustained by it

in Levison vs. John Kitchen, Jr., reported 188 Fed. Rep.,

p. 658. The claims in issue herein are the same as in

that case, and are simple. Claim 3, typical of the con-

struction, will recall to the mind of the Court the details

of the device:

"3. A manifolding book comprising in order

a double carbon sheet, and a plurality of record-

ing sheets, the recording sheets outside the stubs

being divided into three substantially equal sep-

arable parts, and a carbon sheet extending the

width of two of said parts, said recording sheets

having stubs to which they are attached along
lines of perforations, said stubs and one side of

the carbon sheet being all bound together to

form a book substantially as described."

The only novelty in the patent over Barlow, No. 207,-

556, has been stated by the Court and admitted by the

patentee to reside in binding the carbon into the book in

place of using the same carbon in the same position, for

the same purpose, unbound.

T^'s appeal is from an order granted March 11, 1012,

ly his Honor Judge Van Fleet, allowing a preliminary



injunction against these defendants as to claims 3, 4

and 5, heretofore adjudged valid.

The errors assigned upon which this appeal is based

are as follows:

FIRST: In holding the third, fourth and fifth claims

of Letters Patent of the United States Reissue No. 12005

issued to Alexander Levison, on the 1st day of July,

1902, for Improvements in ''Manifold Book", to be good

and valid in law and capable of being enforced in a

Court of Equity.

SECOND: For holding that these defendants had

infringed the 3rd, 4th and 5th claims of the said Levi-

son patent, or any of them, and in ordering an injunc-

tion accordingly.

THIRD: In entering any decree or ordering any in-

junction in the complainants' favor pursuant to the

prayer of the Bill of Complaint herein.

FOURTH: In failing to consider the merits of these

defendants' defense as set forth in affidavits and exhib-

its used on their behalf in opposition to the motion for

nn injunction herein.

FIFTH: In not holding said claims of said Levison

patent void for want of novelty or patentable subject

matter.

The defences urged and relied upon by these defend-

ants attack the validity of these claims of the Levison

patent and consist primarily in patents and manifold-



ing books of the prior art not before the Court in the

Kitchen suit and, secondarily, of new facts regarding

the prior patents, particularly the Doughty patent, 612,-

197, which were set up in answer in the earlier case.

Statement of Defences.

I. That, beginning- in the year 1887, Carter & Com-

pany, Limited, of Niagara Falls, N. Y., manufactured

and sold to Saks & Company, of Washington, D. C, in

the regular course of its business, many thousand tripli-

cate manifolding books, structurally identical with the

L.evison book of the Levison patent in suit.

II. That, beginning in March, 1901, The Carter-

Crume Company, Limited, of Niagara Falls, N. Y., man-

ufactured and sold to Chase & Sanborn, of Boston,

Mass., in the regular course of jts business, many thou-

sand triplicate manifolding books, structurally identical

with the Levison bock of the Levison patent in suit.

HI. That, beginning in 1895, and continuously since

that date, Philip Hano & Company, of New York City,

manufactured and sold, in the regular course of its bus-

iness, many thousand triplicate manifolding books,

structurally identical with the Levison book of the Lev-

ison patent in suit.

IV. That the following United States letters patent,

not until now before this Court, disclose carbon paper

attached and bound in with triplicate manifolding books: ^^

No. 556,484, Wende, March 17, 1896. P •^Z

'

No. 594,089, Lowe, November 23, 1897. p ^^

A-e.<K



No. 490,675, O'Hara, January 31, 1893 fi J3^
No. 542,467, English, July 9, 1895. -'- „_ ^,

V. That the Doughty patent, No. 612,197, of 1898,
discloses a triplicate manifolding book identical as to
recording sheets and stubs with the Levison book of the
Levison patent in suit and having the loose carbon of
Barlow patent, No. 297,556, non-detachably held in the
book, in the same position, in the same arrangement and
accomplishing the same function as in the Levison book
of the Levison patent in suit.

Proof of Complete Anticipation Which Should Have Led
the Court Below to Have Refused a Preliminary

Injunction.

In view of the prior litigation of the patent in suit and
of the nature of this appeal, de novo evidence of antici-
pation which is so complete that the Court below mani-
festly abused its discretion in granting the injunction will
be taken up in order.

Defendants' Exhibit Saks & Company Book.
^-^^-^

In the early months of 1887, approximately fourteen
^'

^' ^

years before Levison filed his original application, Mr.
George C. Henning was a member of the retail clothing

^' ^,
firm of Saks & Company, in Washington, D. C. They
v/ere laroe users of manifolding sales books. On Janua-
ry 18, {'^^l^ Mr. Henning wrote to Carter & Company,
Limited, manifolding book manufacturers, of Niagara"
Falls, N. Y., a letter, requesting an estimate as to the
price of a triplicate manifolding book made in accordance



with a rough model which Mr. Henning enclosed. That

original letter and model are now exhibits in this case.

The model shows a blank rectangular sheet with vertical

lines thereon dividing it into three sections, representing

the recording sheet, together with a superposed blank

sheet of a size covering two of said sections and marked

''Carbon", representing a double-faced carbon sheet.

These blanks are pinned together at one end to repre-

sent a binding.

On February 4, 1SS7, after an estimate had been re-

ceived, Mr. Henning wrote Carter & Company as fol-

lows-

"Please send us by rail four thousand (4,000) (?-

books at three cents, with single carbon paper
carbonized on both sides, as per sample, and
soon. Half yellow and half the books white."

In accordance with that letter. Carter & Company

manufactured and shipped to Saks & Company, 4104

triplicate manifolding; sales books on February 23, 1887,

for which they received payment on March 8, 1887.

On September 5, 1887, Mr. Henning wrote the same

company a letter, reading:

''We send you sample of book we want.
Please notice printing on back. We would like

estimate for the usual number of books, 50 tri-

plicates in a book and clean carbon paper. Please

send sample back with the quality of carbon you
propose to furnish.

Yours truly.

Sake & Company,
By Geo. C. Henning;."

This sample illustrated the substance and style of the



printing-, the books being identical with their previous

order.

On September 7, '887, Carter & Company answered,

quoting a price of 2>^ cents on an order of 10,000

books, as follows:

"In reply to yours of the 5th instant, we can
furnish you with the same quantity of l3ooks as

you had before at 3 cents each, or if you can
see your way to place an order for 10,000 books,

we will furnish them at 21^ cents each.''

This oflfer was accepted by Saks & Company and Mr.

Henning wrote them on September 17, 1887:

'Tou can make us 10,000 books at the price

proposed, iV? cents each, half white and half

yellow, 50 sales in each book. We think the

third slip or triplicate should be numbered also.

10,000 at 2\A cents come to 5s250. Is that

right ?

Yours trul}',

Saks & Company,
By Geo. C. Henning.

This order was filled and shipped on October 10, 1887,

by New York Central Railroad, and was paid for on

November 1, 1887.

Similar books were made for and sold to Saks & Com-

pany by Carter & Company for several years thereaft-

er. The details of these transactions, the specific dates

of ordering, manufacturing, billing, paying and ship-

ping are here set forth merely to show the clear, defi-

nite and conclusive nature of these facts, which are

matters of record, and not of recollection, and are even

exhibits in this case.
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Manifolding books, like cakes of soap, obviously are

made to use and in their use are consumed. Neverthe-

less, the successors of Carter & Company did actually

preserve one of these very books. This book bears the

imprint of "Carter & Company, Limited". It is a mat-

ter of record that that company did business from 1886

Py^. to 1893, when it was succeeded by The Carter-Crume

Company. Under any possibility most favorable to

complainants, therefore, this original book, offered in

evidence herein as "Defendants' Exhibit Saks & Com-

pany Book", was one of many thousands made by Car-

ter & Company, Limited, and sold to Saks & Company

before 1894, which was eight years before Levison filed

his original application. The book itself speaks not

alone for its nature, but that it was manufactured prior

to 1894.

That book comprises, in order, a double-faced carbon

sheet, a plurality of record sheets, said recording' sheets

being divided into three substantially equal sections by

lines (or perforations), and stubs separated from the

recording," sheets by lines (or perforations), said carbon

sheet beine; of a size to cover the stub and the two re-

cordini^" sheet sections nearest to the stub, the whole be-

ing bound too'ether at the stub end bv staples to form

a book. But that is identical with the Levison book.

In other words. Carter & Company, Limited, manufac-

tured and sold, at least prior to 1894, many thousanii

triplicate manifolding books which were structurallv

identical with the book Levison claims to have invented
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in 1901. That book, by itself and by the affidavits of

the man who ordered it and of an officer of the company

which made it, constitutes an exact and complete an-

ticipation of claims 3, 4 and 5, now before the Court on

this appeal. It is urged that the proof of the manufac-

ture, sale and use of these anticipating books raise that

reasonable doubt and uncertainty in the mind of the

Court as to the validity of the claims in issue, sufficient

to warrant this Court in reversing the Court below.

Not to do so would be unjust to solvent defendants.

Complainants have sought to meet this exhibit, not

by denying or questioning the efficacy of its disclosure,

or that it is a precise anticipation of the claims in con-

troversy, for they admit all that by their silence, but by

baseless accusations of fraud. We are not now called

upon to answer that charge, nor do we believe it merits

the attention of the Court. A physical exhibit, bearing

its own passport, as to date and content, supported by

the positive and definite oaths of three reputable wit-

nesses, surely cannot be overcome by any affidavits of

surmise and uncertainty and suspicion.

The invention, however, is so very simple and the ^^-^
issue so very narrow, that the rough model made by Mr. ^^^
Henning in January, 1887, may well be sufficient to dis-

pose of this appeal.

We understand that Mr. Levison at the hearing be-

fore the Court in the Kitchen suit declared and afi'lrmed

that the ''binding" demanded by his patent, was so

far-reaching and important that it included, mirabile

^^



10

dictu^ the retention of an otherwise loose carbon sheet

by a rubber band. But the sheets of this old rough

model are held together by a pin, a more substantial

fastening than a rubber band, and the rest of the con-

struction and arrangement is admittedly an anticipation

of Levison's patent. The 4,104 triplicate manifolding

books, structurally identical with that model and with

the Levison book of the Levison patent in suit, were

manufactured and sold by Carter & Company, Limited,

between February 4th and February 23, 1887.

The Court below might well be reversed on this evi-

dence alone. However, other cases of prior manufac-

ture, use and sale of other anticipating books will be re-

ferred to.

Defendant's Exhibit, Chase & Sanborn Book.
f*. f* • 3^

On January 9, lOol, Mr. E. K. Whitmore, the then

Boston representative of The Carter-Crume Company,

Limited, of Niagara Falls, N. Y.', wrote to this Company
as follows:

P cTvi

"I have taken an order from Chase h San-
born of this city for 50 M B/L duplicate sets (a)

L25 per M and 2 M sets in triplicate @ about P. S6
L87 per M sets. I was obliged to take this small

lot of triplicate B L to get the duplicate order,

and it has just occurred to me you might not be P- '^^

able to accept this order. 1 did not name any ac-

tual price on the triplicate but guessed it would ^- } •

be nbout 1-3 more than dup's. This order nin^l

be delivered F. O. B. Boston not later th:in Feb.

15th.

These nad^ must be made an exact size to lit

their holders.
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I enclose you sample copies of B/L in dupli-

cate and triplicate, also memo slips giving" exact

sizes etc. these pads must be, and would thank
you to advise me by return mail if you can ac-

cept this order with these conditions.
>•; ;|; :; ^

if we can fill this order as they want it the

business is ours for keeps.

If it is absolutely impossible for you to make
this small lot of triplicate B/L books, could you
not sublet this part of the order?

After working so long on this order it comes
hard to have it get away, but if you are unable

to do anything with it kindly return all the en-

dorsed samples and slips to me. If it is not prac-

tical to number these pads in the manner de-

scribed this point could be changed.

Kindlv let me hear from you at earliest possi-

ble moment as if we cannot fill this order Chase

8r Sanborn should be given time to place same

elsewhere.

Yours very trulv,

E. K. Whitmore.

This order was accepted by The Carter-Crume Com-

panv, Limited, and the books sent to Chase & Sanborn,

of Boston, Mass. By an error in construction the car-

1 ons of those books v/ere left loose, as in the Barlow pat-

ent, instead of be'm^ bound in, as in the Levison patent.

Objection was made to the books, and on April 3, 1901,

The Carter-Crume Company, Limited, wrr»te Mr. Whit-

more:

''We are exceedingiv sorry to learn that there

was an error made on the triplicating Bill of Lad-

ing books which we made for this firm, and

would ask you to kindly instruct this firm to

return them to us at once and we will have them
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rebound with a double carbon and returned to

them immediately.

(Signed) Yours very truly,

THE CARTFR-CRUME COMPANY, LIMITED,
Diet, by W. L. Boodger."

In accordance with this suggestion Chase & Sanborn

v/rote their letter of April 6, 1901

:

"At the request of your representative we are

returning to you by express 20 blocks of tripli-

cate freight receipts to be re-carboned. With-
out doubt he has written you regarding the mat-

ter. Kindly give the same your early attention,

and return to us promptly, as we need the re-

ceipts to use

Very truly yours.

Chase & Sanborn."

In pencil on that original letter, in the hand-writing

of W. L. Boodger, at that time with The Carter-Crume

Company, Limited, appears the notation:

''O. K.

Re-Bind 20 Trip. B/L.
Books with Double Carbon

Ex. Pnid. No char^'e

WLB"
Those books were triplicate manifolding" books, com-

prising, in order, a double faced carbon sheet, a plurali-

ty of recordino- sheets, said recordin?; sheets bein«; di-

vided beyond their stubs into three substantially equal

sections by lines of perforations, and the carbon sheet

covering the two sections of the recording sheet nearest

the stubs, said stubs and one edge of the carbon sheet

l^eini^" bound together to form a book.

Unfortunatelv, none of the books of that order of



13

Chase & Sanborn could be found in the hasty search

made in preparation for this motion in the Court below;

but Mr, Grieg', an officer of The Carter-Crume Com-

pany, Limited, at that time and now, and who was per-

sonally familiar with the manufacture of those particu-

lar books, has made, admittedly for use on this motion,

a sample book, which has been sworn by three reputable

witnesses to be structurally identical with the Chase &
Sanborn books of April, 1901. That sample is in evi-

dence herein and marked as "Defendant's Exhibit, Chase

& Sanborn Book".

Defendant's Exhibit, Hano Book. qj^ ^

"Defendant's Exhibit, B/L 1895 Book" is a liook

manufactured by Philip Hano & Co., of New York, in

the regular course of its business, and is not one of the

many thousands of structurally identical books made by

that company before 1900, nor is it a book made for the

purpose of this motion. Mr. Levison, in his rebuttal af-

fidavit, is contented to say that it infringes his patent. ^- -^^

The same book made earlier would consequently antici-

pate. An inspection shows that it embodies all the de-

tail features and arrangements which claims 3, 4 and 5

of the Levison patent in suit sought to protect. Mr.

Philip Hano, the head of his company, swears that books (P- (?.

identical with this exhibit, save as to substance and

stv^e of printing, have been manufactured and sold by

his company continuously since 1895. The foreman of

his factory, who actually assists in the manufacture.
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^^.^^supplements this statement by his own positive affirma-

tion that such books have been made under his super-

vision since at least as early as 1 895. Mr. Bernard Hano,

a brother of Mr. Philip Hano and a salesman of his

' company, has an independent recollection of such man-

ufacture and sale, and swears that books structurally

identical with the exhibit herein have been manufac-

tured and sold by them since 1895.

This evidence of reputable business men is sufficient

to show that the Court below erred in refusing to con-

sider it because the affiants had not been subject to cross-

examination. It is sufficient to require this Court to re-

verse the Court below because the preliminary injunc-

tion was improvidently granted by the Court below. It

is incredible to believe that three men, one of them a

manufacturer of years' standing, would commit perjury.

For if their affidavits are not true that is what they have

done. There is no room for an excuse that thev erred

as to the article wh''ch they made, and are still making

or the time when they made it.

Newly Cited Patents.

The Court has sa'd that the only novelty in the Levi-

son patent over Barlow is the use of a bound instead of

a loose carbon sheet. 'This (Barlow) patent antici-

pates the appellee's patent in every feature except one.

Instead of having their carbon sheet bound in the book

as is appellee's patent, it was loose". (18<S Fed. 659).

''i-. Levison, in his affidavit in support of this motion
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admits that at the time of his "invention" the Barlow

patent was actually before him. It would be interesting

to know whether the Wende, Lowe, O'Hara and Eng-

lish patents were likewise within his knowledge. Evi-

dently they were not, as he said in his testimony in the

Kitchen suit (record page 46)

"People have bound carbon paper into a du-
plicate book but not into a triplicate or a quadru-
plicate book."

This uncontradicted statement must have led this

Court when the Kitchen case was before it into the er-

roneous belief that Levison was the first man who ever

bound carbon sheets into a triplicate manifolding book,

but such is by no means the fact.

The Wende patent 556,484 of March 17, 1896,

shows a triplicate manifolding book. It has a carbon

sheet bound by staples to the stubs of the recording

sheet to form a book.

The Lowe patent 594,009 of November 3, 1897, de-

scribes a check book wherein each recording sheet is

separably divided into three equal parts. The stub is

located at the top of the middle section instead of at

the end of the first section, as in Barlow and Levison.

Two single faced carbons cover the middle section of

the recording sheet and are bound through the stubs by

staples to form the book. The patentee says (Lines

62-67, page 1 )

:

"It is also desirable that the carbon in sales (p.

slips be so arranged that no handling of the car-

bons is necessary, for this soils the salesman's
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hands and causes the damage of delicate goods
thereafter handled by him."

Such a description and disclosure having been made in

1897 proves that the change of location of the binding

from the top of the middle section to the end of the

first section of the recording sheet does not rise to ''pat-

entable invention" in view of the fact that carbon sheets

in manifold books had been bound in every conceivable

manner and at all positions relative to the leaves of the

books.

2. 3 ^; The O'Hara pateni 490,675, of January 31, 1893, in

Figs. 10 and 1 1 discloses a triplicate manifold book

wherein a double faced carbon sheet is clamped non-de-

tachably to the rest nf the book,

^/f^
The English patent 542,467 of July 9, 1895, shows

j^^Q a triplicate manifolding book wherein each recording

sheet is separably divided into three substantially equal

parts beyond the stubs. The stubs are bound together,

one single faced carbon sheet is attached along each side

bottom edge of the record pad. The writing is com-

menced on the top sheet and proceeds downwardly

through the book. The carbon is firmly attached. It

cannot be separated without tearing. Its position is

positive. It filled that ''long felt want" of a bound in

carbon. Nothing was left for Levison to add to the

Barlow book.

These patents illustrate the various methods in use

l^etween 1893 and 1897 for connecting the carbon

_
sheets to triplicate manifolding books. They are briefly



17

outlined herein to show that Levison was in error when

he said that he originated the triplicate book with at-

tached carbon, and that the Court was misled when it

declared in its decision in the Kitchen suit

"According to the evidence, there are various

known methods of binding, as by binding by
a clamp, by glue or paste, or by pressure, as

well as by sewing or stitching. In the appellant's

patent no specific means for binding or holding

the carbon sheets in the record sheets is de-

scribed. The claims are broad enough to cover

any binding means * * * * * We
think that it is immaterial that the carbon sheets

in the appellant's patent are detachable from the

book, that they are bound in the book after the

book is made up. They are to all intents and
purposes, when the book is in use, bound in the

bonk A^qthin the meaning of the appellee's

claims."

Doughty Patent 662,197. />, ^ e

This patent has already been called to the attention

of this Court in 'the earlier litigation. Evidently its dis-

closure was not fully or correctly explained at that

time, for this Court fell into an error in stating^

"The patent to G. E. Doughty October 11, /f/
1898, is similar to the Bengough device, except-

ing that the carbon sheet, instead of being bound

by stitching in the book, is held therein by a

clamp."

We respectfully submit the following statements as an

impartial and accurate description of the Doughty pat-

ent.

It is for an improvement in triplicate manifolding

^ ^

6
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books. Each recording- sheet thereof is divided beyond

its stub into three separable sections. ("Substantially

equal" sections means nothing when used with a tripli-

cate book, because exactly as a duplicate book requires

and assumes two substantially equal writing surfaces

so a triplicate hook requires and assumes three substan-

tially equal writing surfaces.) These sheets are bound

at their stubs to form a book. A double faced carbon

normally lies above and upon the top recording sheet

of the pad. This carbon sheet is equal in width to the

width of the recording sheet and equal in length to the

two sections of the recording sheet nearest the stub end.

In operation the top recording sheet is the first one used

and the book is consumed in order from the top to the

bottom sheet. The carbon remains normally from the

first to the last firmly and ri.^^idly held and lying upon

the topmost sheet. The section of the recording sheet

furthest removed from the stub end is folded tov/ard the

stub to lie flat upon and cover one half of the carbon

sheet. The recording sheet, now surrounding the car-

bon, is a^ain folded in the same direction along its next

weakened divisional line so that what was the back of

the middle section of the flat recording sheet becomes

the top writing surface for the triplicate manifold. When
the writing is completed the recording sheet and carbon

are unfolded in reverse direction and the recording sheet

torn from the book. The carbon sheet, attached along

its side adjacent the recording sheet stub, remains all

this time lying flat upon the uppermost recording sheet.
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It is unchanged in position. It is firmly attached to the

book. It overcomes the faults present in the loose car-

bon. In examining- the drawings of the Doughty pat-

ent the Court will observe that Figs. 1, 2 and 3 show the p

^

outermost sections of the recording sheets folded back-

ward upon the middle sections thereof.

Such an arrangement permits the size of the book

to be smaller than otherwise, but the construction is

identical when the sheets are extended.

After a record is completed and the manifold made

the recording sheet may be unfolded and detached from

the book at its stub end, and the book becomes ready

for a new entry. The carbon sheet remains firmly and

evenly held adjacent the stub and lying upon the top

recording sheet. In the words of the Doughty patent

this construction and operation is described (page 1)

'The full leaves B are each divided into three p.
sections b, b', b", and the stub b'" by perforated

lines c. c', c". and these sections, when folded on
the said lines with the carbon sheet enclosed,

form at one writing,' three distinct copies, b* be-

iup; the original, b" the duplicate and b the tri-

plicate, which latter can be retained in the book

or removed, as desired.

The carbon sheet C is as wide as the leaves,

as \owz as two of the sections, and is carbonized

on both sides * * '' "" *. After the

writino-. one or all of the sections written upon

mnv be torn out, leaving the next full leaf in po-

sition for a like manipulation."

It becomes apparent that the Doughty device is entirely

different from the Bengough device. Each recording
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sheet is divided into three substantially equal separable

parts instead of the Bengough recording sheets of two

sections superposed by a one section sheet. The writ-

ing begins on the top sheet and the pad is consumed

downwardly instead of beginning in the middle and pro-

ceeding simultaneously both upwardly and downwardly

as in the Bengough pad. The carbon is double faced,

of one piece covering two sections of the recording

sheet instead of the two single faced equal sized carbons

covering one section of the recording sheet, as in the

Bengough pad. The operation is double folding one re-

cording sheet insteaa of the single folding of one and

superposing of another record sheet as in the Bengough

device. On the other hand in the features stated the

Doughty book is identical with the Levison book and

in operation it is identical with the Levison book. The

carbon is in the same position, of the same size, in the

same arrangement, for the same purpose, and success-

fully accomplishes the same function as in the Levison

book. The only distinction between the two is the man-

ner of attachment of the carbon sheet to the book. Levi-

son binds his carbon to his recording sheet stubs. Douf^h-

Iv binds his carbon to arms attached to his book to per.-

mit the carbon to touch his top recording sheet evenly

T'lon^i' its entire length whether it is the top or the M-
tnm recording" sheet. In both devices the carbon is

firmly attached to the book. Its position is certain :\nd

^^'ed. It is not a loo^e or separable carbon relative to

'Sp ^r'pHcn+e manifold book to which it is attached. These

f-^cts ndmit of no contradiction or dispute. The dr^w-
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ings of the Doughty patent illustrate them and the spe-

cification describes them. The complainant cannot chal-

lenge them. We respectfully ask the Court to accept

them.

The foregoing explanation of the Doughty patent is

given not so much to attack the validity of the Levison

patent in suit as to correct what was apparently an er-

ror in the mind of the Court in the earlier litigation, and

to point out more clearly the manifolding art as it ex-

isted when Levison entered the field.

The defendants in this suit are unquestionably en-

titled to manufacture and sell triplicate manifolding

books made in accordance with the Doughty patent

without subjecting themselves to lawful interference by

Levison, but the Court has declared, speaking of the

L,evison patent

"The claims are broad enough to cover any

binding means."

The injunction under which these defendants now

rest forbids the manufacture or sale of devices covered

by the Levison patent as thus interpreted by this Court.

We submit that a fair scope of the last quoted language

of the Court includes within its terms, and consequently

within the prohibition of the present injunction, devices

made strictlv in accordance with the Doughty patent.

In other words, these defendants, as the case now stands,

would subject themselves to a liability for contempt of

Court for disobedience of its mandate if they should

manufacture and seH triplicate manifolding sales books
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of the Doughty type. Needless to say, such a determi-

nation was not intended by this Court, and we ask that

this obvious incongruity be corrected at this time.

The Doughty patent completely anticipates the

claims in issue of the Levison patent.

Conclusion.

It is a fact, although immaterial at this point, and

stated here merely by way of argument, that defendants

are licensed under the Doughty patent. We ask that

the Court consider the following facts, all facts of rec-

ord, and which need no argument in order that the nec-

essary conclusions be drawn therefrom. We know, fur-

thermore, that the Court will be glad to give careful con-

sideration to these facts, since a reductio ad absurdum

has been brought about by a direct, logical and proper

following of the holding of this Court. This means

that the holding was wrong and should be corrected.

1. The date of the Doughty patent is well prior to

any date which is or can be assigned to the patent in

suit.

2. The manufacture by the defendants of a book iden-

tical with the drawings of the Doughty patent would

constitute a violation of the injunction under which de-

fendants now are.

3. After the granting of the injunction by the lower

Court, when the question arose as to what action was

proper for defendants to take in view of such injunc-

tion, they protested that it was an absurdity that they
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could not manufacture a hook in accordance with the

prior Doughty patent. Counsel were obliged, however,

to advise them that l\y so doing they would he violating

the injunction, and that the lower Court, if the matter

v/ere brought before it on motion for contempt, would

necessarily hold that it was bound by the decision of this

Court and the interpretation of the Doughty patent by

this Court.

4. Defendants and counsel are, accordingly, brought

to a commercial and logical impasse as a result of the in-

correct statement in the decision of this Court in the

Kitchen case as to the disclosure of the Doughty patent.

This situation was briefly brought before the lower

Court at the argument on the motion for injunction; or

rather, counsel started to present the facts, but was met

by the very proper holding of the Court below that he

was bound by the decision of the Court of Appeals, and

that the error, if there were one, was one to be correct-

ed by the Court of Appeals and not by the lower Court.

The character of an appeal of this nature has been

stated by the Court of Appeals of the Sixth Circuit to

present a limited question for review:

"We are to consider the corrections of the or-

der from the same standpoint as that occupied

by the court granting it, and if we find, after a

consideration of the grounds presented to that

court for its action that its legal discretion to

grant or withhold the order was not improvi-

dentlv exercised, we should not disturb its ac-

tion." (Duplex vs. Campbell, 69 Fed. 250,

252.)
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The same Court has also stated the rule in these
words :

';A single question presented for our determi-
nation on said appeal is whether the order of the
lower court awarding the injunction was errone-
ous or improvident, under the facts and circum-
stances of the case, as disclosed by the motion
papers on which its action was passed. '^ =^ ^^

'' But while this court of appeals, like the
present, may not properly pass upon the merits
ot the controversies involved in the litigation itmay incidentally consider the questions relatino-
to the validity and infringement of the patent'
as well as all other facts bearino- unon the pro-
priety of suspending or dissolvino- the injunction
awarded." (Blount vs. Societe' Anonvme S3
Fed. 98, 101, 103.) -

^

^

This last-mentioned case was cited with approval by
this Court in Jensen vs. Norton, 64 Fed. 662.

The Court of Appeals for the Second Circuit has de-
clared what degree of new evidence shall be necessary
to reverse an injunction order of the lower court:

'There have been several prior patents and
drawings introduced in the case at bar which
were not in the record before Judge Colt. =^= *

"^ - The mere introduction of additional
patents does not change the situation, unless
they mdicate that the prior art knew of d^vfc-s
not indicated by the patents in proof before the
judge who heard the cause at final hearin<>-

"

(Consolidated vs. Hayes, loo Fed. 984, 99?)
(italics ours)

• This lano-uage states exactly the nature of the newlv
cited patents now before the Court. Thev are offered
to show the triplicate manifolding art as it existed whe^i
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Levison entered the field and prove that long prior to

1900 it was old and well known to bind in carbon sheets

with triplicating books. The same court in another ap-

peal of this nature, where the patent had been once sus-

tained, said:

"In granting the present injunction, the court
below followed that adjudication, without at-

tempting an independent consideration of the

validity of the defense. * '^ * '^ We had
occasion to consider this question in American
Paper Pail & Box Co. vs. National Folding Box
& Paper Co., 51 Fed. 229, and adhere to the

views which were then expressed. We said:

'While the circuit court, upon a motion for

an injunction, might deem itself constrained con-

trary to its own judgment to adopt the rulings

of another circuit court upon questions of law

made at final hearing, this court is at liberty to

re-examine such rulings, dispose of the ques-

tions of law conformably to its own convictions,

and accord to the former adjudication such

weight as, in its own judgment, it was entitled

to upon the motion. ^' * '"' * '

An order granting the preliminary injunction

is reversed, with costs." (Thomson-Houston

vs. Hoosick, 82 Fed. 461, 462.)

In Curtis vs. Overman Wheel Co., 58 Fed. 784, after

prior adjudication and preliminary injunction, the court

of appeals fully considered all defenses and reversed the

decision of the lower court. The bounds of a lower

court's discretion in allowing a preliminary injunction is

open to review on appeal and the Appellate Court in

such review may consider all defenses which affect the

particular case, and if it appears that a newly offered de-
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fense is convincing to prove anticipation, the Appellate

Court will suspend the injunction.

The Supreme Court, in the case of Mast, Foos & Co. /}^ l)^

vs. Stover Mfg. Co., 20 Sup. 708, considered at length ^
the question of the force to be given a prior adjudication

sustaining a patent as affecting the granting or refusing"^ '^ ^^

of a preliminary injunction in a new suit. It was there

said:

"The obligation to follow the decisions of
other Courts in patent cases of course increases
in proportion to the number of courts which
have passed upon the question, and the concord-
ance of opinion may have been so general as to

become a controlling authority. * * '•' '•

Comity, however, has no application to questions

not considered by the prior court, or, in patent

cases, to alleged anticipating devices which were
not laid before that court. As to such, the ac-

tion of the court is purely original. '' '•= *

The Saks & Co. books of 1887, the Chase & Sanborn

books of 1901, the Hano books of 1895, not to refer,

even, to the Doughty book of 1896, disclose and antici-

pate the Levison book of 1902 to the minutest detail.

The contentions of complainant fail to meet this evi-

dence. This evidence, presented to the Court for the

llrst time in this case, is clear and satisfactory. It is defi-

nite and suftlcient. It is convincing to the mind that,

had it been before the Court in the earlier litigation, a

different result would have been reached. It is an unus-

ually clear example of that quality of anticipation as to

which the Courts are agreed that it shall be sufficient to
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overcome the weight of a former adjudication and shall

prevent the issuance of temporary injunctions before

final hearing".

Moreover, these defendants are undeniably solvent

companies. Complainants can suffer no irreparable

damage by the suspension of the injunction herein until

final hearing.

''The granting of a preliminary injunction is

a matter almost wholly, if not entirely, within

the discretion of a court of equity. It will never
be ordered unless from the pressure of a most
urgent necessity, and upon facts from which the

resulting equity must be as clear as crystal. The
damage threatened to be done, and which it is le-

gitimate to prevent, must be in an equitable point

of view, ot an irreparable character. Inconve-

nience, vexation, even serious pecuniary loss, do
not afford justification for the exercise of the

power to enjoin—a power as Judge Baldwin, in

Bonaparte vs Railroad Co., Baldv/in 217, em-
phatically says, 'the exercise of which it most

delicate, requiring the greatest deliberation and

•^oim^ discretion, and which is most dangerous

in a doubtful case.' " (Green, J. in Illingsworth

vs. Atha, 42 Fed. 141.)

The iniunction here appealed from was granted sum-

'^^arily by the lower Court after a brief argument. We
oiiote from the otiicial stenographer's notes then taken,

the reason stated by the Court for its decision:

"I shall feel compelled to grant a preliminary

injunction under the general rule, because 1

would not undertake to hold, except in very ex-

ceptional circumstances, upon mere proof by
affidavits, that the facts had been sufl^ciently es-

tablished to overcome that rule, that is where
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there is an entire absence of an opportunity for

cross examination of the witnesses. I am very
clearly of opinion that the evidence here is not

such as to take it out of the usual rule. The ap-

plication for a preliminary injunction will be

granted."

We believe there is no authority for the proposition

that evidence in defense to an interlocutory motion

must be taken with opportunity for cross-examination.

If it is to be held that testimony by affidavit is insufficient

to meet the issue of such a motion, the effect will be

to put innocent defendants to unwarranted hardship

and to transform the motion into the final hearing. . We
believe that such a practice should not be instituted, and

that the decision of the lower Court to the contrary per-

mitted the injunction against these defendants to be im-

properly granted and should be reversed.

Respectfully submitted,

DUELL, WARFIELD and DUELL.

FREDERIC P. WARFIELD.

Counsel for Defendant.


